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DETAILED ACTION 

By Applicant's amendments submitted 05/24/2010, claims 1-14 are pending in 
this Application, of which, claim 2 is currently amended. Claims 1-14 were previously 
rejected under 35 USC 103(a) and Obviousness-type Double Patenting. 

Response to Remarks 

Applicant traverses the rejection of claims 1-14 under 35 USC 103(a) over 
WO 03/000698. Applicant states that of the eleven compounds cited from the '698 
publication, compounds (1 ), (2), and (4) have substitutions at the ortho- and meta- 
positions of the benzoyl ring. (6.1 , paragraph 3). Applicant's claims are drawn to 
substitutions only at the para-position. Additionally, Applicant points out compounds (1), 
(2), and (4) are not radiolabeled. Even excluding these compounds, the remaining eight 
compounds provide adequate basis to ground this rejection. 

Applicant argues there is no suggestion to add a radiolabeled group to the para- 
position in particular over the ortho- or meta- positions. The '698 publication specifically 
teaches a radiolabeled group at the para-position of the benzoyl ring. There need be no 
suggestion to add a radiolabeled group to the para-position over another position. 
Instead, the '698 publication need only suggest making modifications to its structurally 
similar compounds to arrive at the claimed compounds, which it does. Even if the '698 
publication states the strongest activity results from the meta-position of the benzoyl 
ring, it still plainly discloses compounds with a radiolabeled group at the para-position of 
the benzoyl ring, i.e., compounds claimed by Applicant. 
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The '698 publication teaches structurally similar compounds and provides a 

reason or motivation to modify these compounds to arrive at the claimed compounds. 

The compounds taught fall within the genus claimed by Applicant and would anticipate 

Applicant's claims but for the fact Applicant's compounds contain radioactive atoms. In 

other words, Applicant's claims teach known compounds with the addition of a 

radiolabel. The '698 publication discloses a valid reason or suggestion to modify the 

compounds provided at p. 13: 

Soma coasipoonds of foxwal* {15 are useful £t»x radio- 
isotope labeled iigaads for idaatlf ic&tiee of transporter 
pcotelae. isotope labeled lifands may be obtained by well 
tcaofwo. syxttbetio procedures, tseingr the by&rostyfos&ssoyl 
iratemedlate for M grotsp in the formal* it) with the reaot&oss, 
for example, of labeled mmtbefX iodide to yield the desired 
labeled l.i§aed as sbo»o i» Seisms a* Setae of the radio- isotope 
labeled saetbyl Iodides are commercially available, ieelsdi&g, 
dawteritm-lebeled aaotltyl iod±d»« tritlara-labeled raefchyl iodide, 
Carboo 14-lafeasM or Carbon 11 -labeled methyl iodides, 

As an example of a radiolabeled compound of formula (1), the '698 publication 



HO; 




notes the ligand shown in Scheme 2, H»G*< 




. This ligand 



demonstrates a radiolabeled group at the para-position of the benzoyl ring. 
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Applicant states that claim 1 does not recite a radio-labeled methoxy-substituent 
but instead recites, "3) a straight or branched lower aliphatic alkoxy group", 



Scheme 2 of the ptMleatba teaefces |«eparf rsg «adio-kbded imeiljoxy-suhsiilMeia 
Use Office is iemsrxkxi tte fdsto I dofej ;K*t incite a fstdio-'l&bolod t&athoxy ■-■^bstits&rit 



elaim I rsdfes, totter the followirag «sd*o4sheled sdbstkueafe: 
1) a straight or &ra»di«-d sower dsps-tsik sslkyj gsoyp; 

2} a hytfeoxyi gfoop;. 

| 3) a straight or branched lower diphatk alkoxy group: 



4} ajiammo group; 

5) a straight o? brmehsd lower MipMiis «cyi^uid*> group; 

7) a straight or brssehsd lower aliphatie h&ksaikyi pm$. 
(Emphasis added). 

Applicant appears to be stating that the language "lower aliphatic alkoxy group", as 
claimed, does not include methoxy. However, at the paragraph bridging pp. 8 and 9, 
Applicant's Specification indicates lower aliphatic alkoxy group includes methoxy, 

Examples of tfc« radioactive atom possibly contain*^ in 
the group X in the compound of tke f&mal& m include iSS i i 
*H, ' m l , xt W, n C, 1 % and ls O. Specific examples of X having 



these atoms iaclu.de la&ihyi gxoax&, ethyl -group., hydroxyi group, 
| methoxy group ] ethoxy greup, &m±tto group, ace t ami do group, 
halogen atgais, haloiisettjyl groups, haloothyl groups and so on, 

(Emphasis added). 
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Applicant then argues unexpected advantages at p. 4 of the Response. In doing 
so, Applicant focuses on the advantages of radiolabeling using 125 l. This narrow focus 
ignores the fact that claim 1 encompasses more radioactive atoms than 125 l alone. 
Nonetheless, the claimed advantages are stated as follows: 

1) emits -A gmmm say, whtefe mtibtim dkm dmztkm, mth hmm hmgmg; 

2) %m be dfeieotsd mmimm-ivdy m SPBCT (single photon emission compiled 
kmjgrapfty); and 

3} the htemSmg activity of iodide-satoitute QCn m 48 iiM) is bigfeer thm the meitexy- 

The first two advantages listed are simply properties inherent to 125 l bestowed on 
any compound utilizing it as a radiolabel, and while they may be considered 
advantageous properties of 125 l, they are not unexpected results. The third advantage 
demonstrates an improvement in the binding activity of iodide at the para-position 
versus methoxy as taught in the '698 publication at Table 1 . It is not clear, however, 
that this advantage represents unexpected results or that unexpected results alone 
would be dispositive of obviousness in this Application. 

With regard to the limitation, "a tritium-containing ethyl group", in claim 10, the 
'698 publication does not teach a tritium containing ethyl group. Instead, the '698 
publication discloses, inter alia, structurally similar compounds having an alkyl 
substituent at the benzoyl ring, along with a suggestion that certain of the disclosed 
compounds could be radiolabeled. This disclosure and suggestion do not render 
Applicant's claim 10 obvious. With regard to claim 10, this rejection is canceled. 

At 6.2 of the Response, Applicant traverses the rejection of claim 9, and states 
"there is no teaching that would have led a skilled artisan to have identified and used 
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the claimed compounds to identify or characterize glutamate transporter proteins." As 
discussed above, the '698 publication demonstrates structurally similar compounds, 
suggests modifying them by radiolabeling, and demonstrates a specific example 
modified by radiolabeling at the para-position of the benzoyl ring. Furthermore, as 
stated at pp. 6 and 7 of the Non-Final Office Action, "the '698 publication teaches that its 
radiolabeled ligands are useful for identification of transporter proteins which, as 
demonstrated throughout the publication, include glutamate transporter proteins." 

At 6.3 of the Response, Applicant traverses the rejection of claims 5, 6, 13, and 
14. These arguments are persuasive, and this rejection is withdrawn over the process 
claims, 5, 6, 13, and 14. 

At 6.4 of the Response, Applicant traverses the rejection of claims 3, 4, 1 1 , and 
12 and argues no reasoning was provided to reject these claims. Scheme 2 of the '698 



definition of Y at pp. 10 and 1 1 of the Specification states that when Y is an 
organometallic group, it may include silicon. It is not clear from claim 3 that Y omits the 
possibility of the tert-butyldimethylsilyl group disclosed at Scheme 2 of the '698 
publication. 

In summary, the rejection under 35 USC 103(a) is withdrawn as against claims 
4-6 and 10-14 Accordingly, claims 1-3 and 7-9 remain rejected under 35 USC 103(a). 



LiHBoc 



'C0 2 Bu ! 



publication recites the following compound: m 




. Applicant's 



Application/Control Number: 10/593,034 Page 7 

Art Unit: 1626 

At 7 of the Response, Applicant traverses the rejection over claims 1-14 over US 
7247652. Applicant's arguments are persuasive, and this rejection is withdrawn. 

Objections 

Claims 4-6 and 10-14 are objected to as each claim depends from a rejected 
base claim. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any questions about this Office Action may be directed toward Examiner Michael 
Barker at 571 .272.0303. If, however, attempts to reach Mr. Barker are not successful, 
the Examiner's supervisor, Joseph McKane, may be reached at 571.272.0699. 

/MICHAEL BARKER/ 
Examiner, Art Unit 1626 

/Kamal A Saeed/ 

Primary Examiner, Art Unit 1626 



